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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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Application Papers 
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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 9/13/2005 have been fully considered but they are 
not persuasive for the following reasons: 

Applicant argument regarding Wilkinson plate surface not being in contact with 
the motor is not persuasive because even when the surface in contact with the motor 
has ribs, said ribs 26 are part of the other surface plate. Therefore as disclose in claim 1 
the other surface of the plate abuts on the surface of the electric motor by ribs 26. 

In response to applicant's arguments, the recitation a cooling jacket has not been 
given patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). Also 
Wilkinson shows cooling jacket (25) to be mounted on an outer surface of an electric 
motor being fastened by fastening means (29 also see fig. 10-11). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., plate not having ribs) are not recited in the rejected claims land 8. Although the 
claims are interpreted in light of the specification, limitations from the specification are 
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not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Wilkinson 
discloses the use of filler 59 between the plate and the lid member but does not disclose 
that the material is resin. However Taniguchi disclose the use of resin for the purpose of 
expedites heat conduction. Therefore it would have been obvious to one having skill in 
the art at the time the invention was made to modify Wilkinson's invention and provide 
resin having heat conductivity filled between said plate and said lid member since that 
would had been desirable in order to expedite heat conduction and fix the pipes. The 
rejection is sustained. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claim 1-5, 7-12 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Wilkinson U.S. Patent No. 2,338,154. 

Wilkinson discloses a cooling jacket comprising a cooling pipe (107) for flowing 
coolant, a plate member (25) having one surface supporting said pipes (107), fastening 
means (29 also see fig. 10 -1 1 ) for fastening said plate members (25) abuts on the outer 
surface of the electric motor. The plate member is divided into a plurality of plate 
segments (25 a, 25b), and said fastening means comprises connecting members for 
connecting adjacent ones of the pate segments (25a, 25b) and having adjustors (27) for 
adjusting gaps between the adjacent ones plate segments. The adjustors comprise en 
elongated through hole formed on the connecting members and a screw (27). Also the 
cooling jacket comprises a lid member (61) for covering in confronting relation to the 
plate member. 

Claim 15 are rejected under 35 U.S.C. 102(b) as being anticipated by Schwraz 
DE Patent No. 19604643 A. 

Schwraz discloses a linear motor having a cooling system comprising a single 
pipe (8) having an inlet (9) and an outlet (10), at least one substantially flat plate 
integrally form with the motor outer surface having an outer surface supporting said 
cooling pipes (8) and an inner surface abutting the outer surface of the motor. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 6 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wilkinson U.S. Patent No. 2,338,154 in view of Taniguchi JP Patent No. 9-201000 A. 

Wilkinson discloses the claimed invention except for resin having heat 
conductivity filled between said plate and said lid member. However, Taniguchi 
discloses the use of resin for the purpose of expedites heat conduction. 

Therefore it would have been obvious to one having skill in the art at the time the 
invention was made to modify Wilkinson's invention and provide resin having heat 
conductivity filled between said plate and said lid member since that would had been 
desirable in order to expedite heat conduction and fix the pipes. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yahveh Comas whose telephone number is (571 ) 272- 
2020. The examiner can normally be reached on 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Darren Schuberg can be reached on 571-272-2044. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
YC 




JOSEPH WAK8 
PRIMARY EXAMINES 



